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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-6, 8-10, 14-25, 27-29, and 33-37 rejected under 35 U.S.C. 102(b) as 
being anticipated by Liesen et al (US 5955405). 

3. Regarding claims 1-10, 14-29 and 33-37, Liesen teaches a thickened oil 
lubricating composition (abstract) that contains 0.001 to 20% of a block copolymer 
(column 5 lines 60-70) and 60 to 99% a base lubricant oil (column 6 lines 14-40). The 
copolymer is in block form (column 5 lines 8-15). The copolymer has an oil soluble 
polymer block with a solubility parameter of 14-18 (J/m^)^'^ (the solubility parameter is 
not stated, but it is inherent that C16-C30 alkyi methacrylates have such a solubility 
parameter. See claim 1 , abstract). The copolymer has an oil soluble polymer block 
with a solubility parameter of over 20 (J/m^)^'^ (the solubility parameter is not stated, but 
it is inherent that butyl methacrylates have such a solubility parameter. See claim 1 , 
abstract). The polymer is formed from all (100%) acrylic monomers. It is inherent that 
such a polymer is amphiphilic. The polymer is made via radical polymerization (column 
3 lines 40-60). The copolymer is multifunctional column 1 lines 18-22). The oil 
comprises (alternately) a hydraulic fluid, transmission fluid, and motor oil. (column 8 
lines 4-25) The oil may contain other additives such as detergents, antifoaming agents. 
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and anticorrosion agents. (Column 6 lines 8-14) Liesen does not specifically state the 
use of controlled radical polymerization via a nitroxide-mediated method, but does state 
the use of radical polymerization. However the additive polymer is a copolymer that fits 
all the limitations present in the instant application. The polymer as stated in claim 1 of 
the instant application is not patentably distinct from the product polymer additive of 
Liesen made via radical polymerization. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 1-10, 14-29 and 33-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Liesen et al (US 5955405) and Lai (US 628131 1). 

4. Regarding claims 1-10, 14-29 and 33-37, Liesen teaches a thickened oil 
lubricating composition (abstract) that contains 0.001 to 20% of a block copolymer 
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(column 5 lines 60-70). And 60 to 99% a base lubricant oil (column 6 lines 14-40). The 
copolymer is in block form (column 5 lines 8-15). The copolymer has an oil soluble 
polymer block with a solubility parameter of 14-18 (J/m^)^'^ (the solubility parameter is 
not stated, but it is inherent that C16-C30 alkyi methacrylates have such a solubility 
parameter. See claim 1 , abstract). The copolymer has an oil soluble polymer block 
with a solubility parameter of over 20 (J/m^)^'^ (the solubility parameter is not stated, but 
it is inherent that butyl methacrylates have such a solubility parameter. See claim 1 , 
abstract). The polymer is formed from all (100%) acrylic monomers. It is inherent that 
such a polymer is amphiphilic, in the alternative this is an obvious variant. The polymer 
is made via radical polymerization (column 3 lines 40-60). The copolymer is 
multifunctional column 1 lines 18-22). The oil comprises (alternately) a hydraulic fluid, 
transmission fluid, and motor oil. (column 8 lines 4-25) The oil may contain other 
additives such as detergents, antifoaming agents, and anticorrosion agents. (Column 6 
lines 8-14) Liesen does not specifically state the use of controlled radical 
polymerization via a nitroxide-mediated method. 

5. Lai et al teaches a block methacrylate copolymer (abstract) that is formed via 
controlled free radical polymerization that is nitroxide mediated, (column 5 lines 1-35). 
Lai does not specifically state the solubility parameter of the copolymer blocks, but 
does use block form of butyl methacrylates. (column 10 lines 58-65) It would have 
been obvious to one of ordinary skill in the art at the time of the invention to use 
nitroxide-mediated controlled radical polymerization in the invention of Liesen as shown 
in Lai. Liesen already calls for use of radical polymerization, and Lai already shows 
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such polymerization is known for use with methacrylates. Nitroxide-mediated controlled 
radical polymerization has many advantages that are known in the art, those listed in 
Lia include use with methacrylate with high efficiency, they are easily synthesized, and 
have highly controlled reaction rates, introduce functionality, and have am improved 
shelf life, (column 2 lines 45-55) 

6. Claims 11-13 and 30-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Liesen et al (US 5955405) and Lai (US 628131 1) and Beimesch (US 
4537696). 

7. To see what Liesen and Lai teach, please see the rejection of claim 1 above. 
Liesen and Lai do not specifically state the use of a lubricating oil with a viscosity index 
of over 250. Beimesch teaches a lubricant hydraulic fluid that includes a 
polymethacrylate viscosity index improver, (abstract, column 1 lines 11-27) These 
hydraulic lubricant include those with a viscosity index of over 200 and over 250. (see 
examples B, D, F in tables found in column 8) Beimesch does not specifically state the 
polymethacrylate of claim 1 in the instant application. It would have been obvious to 
one of ordinary skill in the art at the time of the invention to use the methacrylate 
copolymer of Liesen in the invention of Beimesch. The copolymer of Liesen has the 
advantage of being an excellent viscosity index improver (column 2 lines 18-20) and is 
already stated use for as in a hydraulic oil. (see rejection of claim 1 above) In the 
alternative, Beimesch provides evidence that hydraulic oils with copolymer 
polymethacrylates viscosity index improvers and viscosity index over 250 are well 
known in the art, and therefor obvious. 
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Conclusion 

Any inquiry concerning tliis communication or earlier communications from tine 
examiner sliould be directed to FRANK C. CAMPANELL wliose teleplione number is 
(571 )270-31 65. The examiner can normally be reached on Mon-Fh 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Walter Griffin can be reached on 571-272-1447. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://palr-dlrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

FCC 

/Walter D. Griffin/ 

Supervisory Patent Examiner, Art Unit 1797 



